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Art Unit: 2179 

DETAILED ACTION 



Response to Arguments 

1. Applicant's arguments filed 22 August 2006 have been fully considered but 
they are not persuasive. 

Applicant argues that "...Schelling discloses generating an index print for the 
digital data files, the digital data files... are substantially different from a 
multimedia paper document as recited in claim 1." (page 8, last paragraph). 

In response, claim 1 recites after preamble, "for each page in the one or more 
pages of the multimedia paper document printing a thumbnail image representing 
the page on a paper medium to generate the coversheet." According to the 
specification a multimedia paper document is (page 2, par. 0016, last 3 lines) 
defined as a multimedia document having one or more printed pages, which is 
generated when the printable representation is printed on a paper medium, in other 
words, the multimedia paper document is the coversheet having representations of 
media information printed in paper. However, according to claim 1, the multimedia 
paper document exists first, and a thumbnail image representing each page of the 
multimedia document is printed on paper in order to generate a coversheet. 
Moreover, Schilling discloses an index print (coversheet) having pictorial images 
representing media information that can be printed in paper. 
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Claim Rejections - 35 USC§ 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

3. Claims 1-4, 6, 7, 16-19, 21, 22, and 24-27 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over ScheUing et al (US 5,706,097) and Lowitzetal(XJS 
5,485,554). 

Claims 1, 16 and 24: 

Schelling discloses a method for identifying images and sound recordings 
(multimedia) on a digital recording medium. The recording medium has 
individually addressable digital data files containing still images, motion sequences 
and sound sequences, an index print (coversheet) having a plurality of index images 
representing the still images, motion sequences and sound sequences on the digital 
recording medium. Schelling teaches that the index print may be used for printing 
an image (thumbnail) of the document (page, index print), (abstract; col. 1, lines 58- 
67; col. 2, fines 1-14, 43-67; col. 4, fines 57-67; col. 5, lines 6-12). Schelling does not 
teach printing a thumbnail image of a page of a multimedia paper document to 
generate a cover sheet. However, Lowitz discloses a method and system for printing 
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video images on a printable medium. Lowitz teaches that the system enables users 
to print single frames or selected sequences or a multiplicity of video images to 
present and organize the video imagery which is useful for video editors, producers, 
and graphic artists (col. 2, lines 6*62; col. 4, lines 8-12; col. 5, lines 61*67). Lowitz 
teaches that the images can be analyzed (col. 8, lines 56-64) and portions of frames 
can be selected as printable image data, which can be printed alone or together with 
annotations (col. 11, lines 44-67; col. 12, lines 1-20). Therefore, it would have 
obvious to one ordinarily skilled in the art at the time of inventions to modify 
Schelling's method of recording multimedia to include Lowitz's teaching of printing 
video images on paper to create a coversheet having multimedia information 
because it provides the user with an inexpensive way to select, enhance, and create 
presentations of video images on a printable medium. 
Claims 2. 17 and 25: 

See claim 1. Schelling teaches printing text information on the index print 
for each image, wherein the text information is extracted from the document 
information (col. 5, lines 1-5, 15-16). 
Claims 3, 18 and 26: 

See claim 1. Schelling teaches printing a user-selectable identifier on the 
index print for each image printed on the index, wherein the identifier enables user 
access to multimedia information (col. 4, lines 57-67; col. 5, lines 13-14). 
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Claims 4. 19 and 27: 

See claim 1. Schelling teaches printing a matter descriptor such as a title 
identifying the subject matter of the data file (col. 5, lines 1-3). Lowitz teaches 
encoding information in barcode on the printable medium (col. 2, lines 35-48) and 
using identifiers (tag, mark) associated with specific frames, which can be printed 
together with the images if desired (col. 8, lines 24-55). 
Claims 6 and 21: 

See claims 2 and 3. Schelling teaches an index print having video frames 
extracted from video information and text information extracted from the document 
(col. 4, lines 57-67; col. 5, lines 13-14). 
Claims 8 and 23: 

See claim 1. Schelling teaches an indicator icon that indicates files 
containing sound and a text message describing the data file. Shelling illustrates 
text relating to (fig. l) a sound recording of a person's (i.e. Grandma's) voice (col. 2, 
lines 62-67; col. 3, lines 10*29). Lowitz teaches that audio effect textual or iconic 
reference can be associated with the video image (col. 11, lines 62-67; col. 12, fines 
1-20). 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
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obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

5. Claims 5, 20 and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Schelling/Lowitz and Yamaura (US 5,857,185). 

Claims 5. 20 and 28: 

Schelling teaches that index codes for addressing the digital data files 
containing the images are assigned and appended to the files (col. 3, lines 1-39) but 
it does not teach printing a frequency count for indicating the number of times that 
information is located on the page. However, Yamaura discloses a method and 
system for searching and representing search results that displays results using a 
display attribute that corresponds to the attribute of the string in each document. 
The display attribute varies in accordance with the frequency of occurrence of the 
searched string in each document. Yamaura teaches that the frequency of 
occurrence may be numerically displayed by the side of each of the listed documents 
(abstract; col. 1, lines 50-59; col. 2, lines 24-29; col. 3, lines 38-40; col. 4, lines 20-33, 
62-67; col. 8, lines 39-50). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify Schelling/ 
Lowitz's method for identifying images to include Yamaura's teaching of displaying 
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a frequency count because as Yamaura says, it is helpful information for 
determining which document is optimum as a result of searching among a list of 
documents. 

6. Claims 7 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Schelling/Lowitzand Gibbon etaJiVS 6,098,082). 

Claims 7 and 22' 

See claim 6. Schelling does not teach that the multimedia document includes 
printed closed-caption text information. However, Gibbon discloses a method for 
providing a compressed rendition of a video program in a format suitable for 
electronic searching and retrieval on the WWW. Gibbon teaches pictorial 
transcripts that are compact representations of video programs which are 
automatically generated by selecting representative frames or images from the 
video program and combining them with a second media component such as audio 
or text which is associated with each representative frame (abstract; col. 1, lines 55- 
67; col. 2, lines 1-15; col. 3, lines 10-15). Gibbon teaches that a printed rendition of 
closed-captioned text may be provided. The printed rendition is a pictorial 
transcript in which each representative frame is printed with a caption containing 
the portion of the closed-caption text corresponding to the scene from which the 
representative frame is taken (col. 3, lines 16-22). Thus, it would have been obvious 
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to a person having ordinary skill in the art at the time of invention to modify 
Schilling/Lowitz to include Gibbon's teaching of printing closed-caption text because 
it provides a printable visual presentation of the sound associated with the image 
(frame) of interest; therefore, close captioning is not only visible on a TV receiver 
designed to display it but it is also visible when being printed on paper. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

8. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to X. L. Bautista whose telephone number is (571) 

272- 4132. The examiner can normally be reached on Tuesday-Friday 8:00AM- 
6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Weilun Lo can be reached on (571) 272-4847. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

9. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571- 
272-1000. 
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Primary Examiner 
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